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[Reasons for the Submission of Publications] 

1. The invention described in claims 1-3 of the present application would be easily 
rendered by a person having the ordinary knowledge in the field to which the invention 
pertains, in view of publications distributed in Japan prior to the filing date of the 
present; therefore, these invasions should not be granted a patent right under Article 
29(2) of the Patent Law. The invention described in claim 3 dose not comply with the 
requirements stipulated in Article 36(4) and Article 36(6) of the Patent Law; therefore, 
the invention should not be granted a patent right. 

2. According to the claims given by JP-A-2004-222719 (published August 12, 
2004), the inventions of the present application are claimed as follows: 

Claim 1: A process for selectively removing caffeine from a caffeine-containing 
catechin composition, which comprises dissolving said caffeine-containing catechin 
composition in a 9/1 to 1/9 by weight mixed solution of an organic solvent and water, 
and then bringing the resultant solution into contact with activated carbon and also acid 
clay or activated clay. 

Claim 2: A process for preparing a green tea extract, which comprises dissolving a 
caffeine-containing catechin composition containing 25-90 wt.% of non-polymer 
catechin in terms of solid content in a 9/1 to 1/9 by weight mixed solution of an organic 
solvent and water, then bringing the resultant solution into contact with activated carbon 
and also acid clay or activated clay to selectively remove caffeine. 

Claim 3: A caffeine-containing tea extract, wherein (a) a content of gallates in 
non-polymer catechins is from 45 to 60 wt.%, (b) a weight ratio of said non-polymer 
catechins to caffeine is from 8 to 40, (c) a weight ratio of said non-polymer catechins to 
(sucrose + glucose) is from 2 to 15, and (d) dietary fibers amount to 0.5 wt.% or less of 
a solid content. 

3 . Comparison between the present invention and the submitted publications 
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In re the invention pertaining to claim 1 

1) The invention descried in claim 1 of the present application is related to a 
process for selectively removing caffeine from a caffeine-containing catechin 
composition, which comprises dissolving said caffeine-containing catechin composition 
in a 9/1 to 1/9 by weight mixed solution of an organic solvent and water, and then 
bringing the resultant solution into contact with activated carbon and also acid clay or 
activated clay. Also, according to the specification of the present application, caffeine 
could be selectively removed without such risks that otherwise the constitutional 
balance of the catechin composition might detrimentally change and the color tone 
might worsen, in the case where the caffeine contained in its caffeine-containing 
composition is brought into contact with activated carbon and also acid clay or activated 
clay under the conditions by which the caffeine-containing composition is dissolved in 
the solution of an organic solvent and water mixed at a specific ratio (see item [0008]). 

2) However, to efficiently produce a catechins-containing composition containing 

an reduced amount of caffeine is cited by Dl as one of its inventive objectives. This 
document also describes a process for removing the caffeine in the extract of the tea by 
an adsorption of the caffeine on the activated carbon after acting an activated carbon 
such as the carbon activated by water vapor on an extract of a tea containing the 
catechins and the caffeine. Examples of the methods specified in Dl include an 
extraction separation by solvent, a chromatographic separation and an absorptive 
treatment by activated carbon (e.g., carbon activated by zinc chloride and carbon 
activated by water vapor), using a catechins- and caffeine-containing tea extract 
obtained by subjecting a tea, such as black tea, oolong tea or green tea, to the extraction 
by water, hot water or alcohol. As such, Dl teaches the process for removing caffeine 
by dissolving the tea extract in organic solvent (e.g., alcohol) and then bringing the 
resultant solution into contact with activated carbon, although nothing is described 
about acid clay or activated clay. 

3) Moreover, to reduce caffeine by the means that can conveniently, efficiently and 
safely reduce the content of caffeine contained in a tea extract is cited by D2 as an 
inventive objective thereof. Specifically, this document describes a process for 
obtaining low-caffeine tea polyphenols, characterized by dissolving or suspending tea 
extracts in water or a hydrous organic solvent and then bringing them into contact with 
a synthetic adsorbent under an alkaline condition to effect adsorption and removal of the 
caffeine contained in the extracts. This document also teaches a process that is 
performed by extracting a tea extract from tea leaves by use of a hydrous organic 
solvent (e.g., methanol, ethanol, ethyl acetate and acetone) for the pre-treatment and 
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then bringing it into contact with activated carbon, as well as a process that is performed 
by dissolving a tae extract in a hydrous organic solvent (e.g., 0-50% ethanol, methanol, 
ethyl acetate or acetone) and then bringing it into contact with a synthetic adsorbent. 
The invention of D2 differs from the present invention, in that its process requires an 
intermediate step involved in the dissolution of the tea extract in the hydrous organic 
solvent between the contact step with activated carbon and the absorption step, and also 
uses a synthetic adsorbent instead of acid clay or activated clay. However, both 
inventions are essentially identical to each other, in that their processes are equally 
required to take not only the step needed for a caffeine-containing catechin composition 
to dissolve in water-containing organic solvent, but also two steps related to the contact 
with activated carbon and another absorbent. 

4) To selectively remove caffeine from a caffeine-containing solution is cited by D3 as 
an inventive objective thereof, and this document describes that activated clay and acid 
clay are used for the contact with the caffeine-containing solution. 

5) By the combination of the teachings of Dl, D2 and D3, one skilled in the art would 
be able to easily predict the method for removing caffeine, which comprises 
dissolving a tea extract in water-containing organic solvent and then bringing the 
resultant solution into contact with activated carbon and also acid clay or activated clay. 
Furthermore, it would not be so difficult to combine the teachings of these documents, 
in view of the fact that all of these documents have the common objective aimed at 
removing caffeine. 

6) Accordingly, the invention described in claim 1 of the present application could 
have been easily achieved by a person having the ordinary knowledge in the field to 
which the invention pertains, in view of publications distributed in Japan prior to the 
filing date of the present invention, and therefore, the invention should not be granted a 
patent right under Article 29(2) of the Patent Law. 

In re the invention pertaining to claim 2 

1) The invention described in claim 2 is related to a process for preparing a green 
tea extract, which comprises dissolving a caffeine-containing catechin composition 
containing 25-90 wt.% of non-polymer catechin in terms of solid content in a 9/1 to 1/9 
by weight mixed solution of an organic solvent and water, then bringing the resultant 
solution into contact with activated carbon and also acid clay or activated clay to 
selectively remove caffeine. 

2) Compared with the subject matter of claim 1, that of claim 2 lies in the point 
that a caffeine-containing catechin composition containing 25-90 wt.% of non-polymer 
catechin is used specifically. 
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3) However, use of a tea extract containing 50 wt.% of non-polymer catechin and 
use of a tea extract containing 30-66 wt.% of non-polymer catechin are revealed by 
Examples of Dl and D2, respectively. Thus the aforementioned range can be said to 
be generally deducible from such ranges. 

4) Accordingly, the invention described in claim 2 of the present application could 
have been easily achieved by a person having the ordinary knowledge in the field to 
which the invention pertains, in view of publications distributed in Japan prior to the 
filing date of the present invention, and therefore, the invention should not be granted a 
patent right under Article 29(2) of the Patent Law. 

In re the invention pertaining to claim 3 

1) The invention described in claim 3 is related to a caffeine-containing tea extract, 
wherein (a) a content of gallates in non-polymer catechins is from 45 to 60 wt.%, (b) a 
weight ratio of said non-polymer catechins to caffeine is from 8 to 40, (c) a weight ratio 
of said non-polymer catechins to (sucrose + glucose) is from 2 to 15, and (d) dietary 
fibers amount to 0.5 wt.% or less of a solid content. 

2) As mentioned supra, the presently claimed process for removing caffeine is 
easily predictable to one skilled in the art; therefore, the products obtained by such a 
method cannot be viewed as a composition that has never existed and such products are 
easily predictable to one skilled in the art, as well. 

3) More specifically, although the tea extract falling into the scope of claim 3 finds 
its support from the data shown in Example 3, no other evidence can be found except 
for such a single example. The present application fails to provide sufficient data 
encompassing the overall range as presently claimed, notwithstanding such data are 
commonly required for any invention intended to identify a substance (e.g., 
caffeine-containing tea extract) by quantifying the function and characteristics of 
invention. What is more, the presently claimed overall range is allowed to enjoy its 
generalization or broad interpretation, even from the detailed explanation of the 
invention and/or the common knowledge in the relevant technological field. Such 
generalization and interpretation are in violation of Article 36(6)(i) of the Patent Law. 
Besides, Example 3 of the present application gives no experimental data related to 
color or stability, and the present application shows no evidence indicating that its 
effectiveness has been confirmed by employing the aforementioned range, either. ^ 
Thus the present application cannot be said to provide enough data enabling a person 
skilled in the art to grasp the technological significance of invention, and thus is in 
violation of Article 36(4) of the Patent Law. 

4) Accordingly, the invention described in claim 3 of the present application could 
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have been easily achieved by a person having the ordinary knowledge in the field to 
which the invention pertains, in view of publications distributed in Japan prior to the 
filing date of the present application, and therefore, the invention should not be granted 
a patent right under Article 29(2) of the Patent Law. In addition, the invention 
described in claim should not be granted a patent right because the detailed explanation 
of the present application does not comply with the provisions of Article 36(4) and (6) 
of the Patent Law. 
Conclusion 

As can be understood from the above, the inventions described in claims 1 and 2 
should not be granted under Article 29(2) of the Patent Law. The invention described 
in claim 3 should not be granted because the detailed explanation of the present 
application does not comply with the provisions of Article 36(4) and (6) of the Patent 
Law, either. 
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Prepn. of low caffeine tea polyphenol with antibacterial 
action, etc. - comprises e.g. dissolving tea extract in water and 
contacting so In. with synthetic adsorbent to remove caffeine, used in 
foods, medicines and agrochemicals 

Patent Assignee: MITSUI NOR IN KK (MITS-N) 

Number of Countries: 001 Number of Patents: 002 

Patent Fami ly: 

Patent No Kind Date ApplicatNo Kind Date Week 
JP 8109178 A 19960430 JP 94270211 A 19941011 199627 B 
JP 3281733 B2 20020513 JP 94270211 A 19941011 200234 
Priority Applications (No Type Date): JP 94270211 A 19941011 
Patent Detai Is: 

Patent No Kind Lan Pg Main IPC Filing Notes 
JP 8109178 A 5 C07D-311/62 

JP 3281733 B2 5 C07D-311/62 Previous Publ. patent JP 8109178 
Abstract (Basic): JP 8109178 A 

Prepn. of low caffeine tea polyphenol comprises dissolving or 
suspending tea extract in water or organic solvent contg. water, and 
contacting the so In. or suspension with synthetic adsorbent under 
alkaline conditions to remove the caffeine. 

The tea extract is pref. hot water extract of organic solvent 
extract of tea, or their treated substances with organic solvents, 
membrane, or resin or adsorbent. The base of the synthetic adsorbent is 
styrene, styrene divinylbenzene, acrylic, methacrylic, acrylate, amide, 
dextran, cellulose or polyvinyl. The alkaline condition is pH 7-14. 

USE/ADVANTAGE - Tea polyphenol has ant i -oxidation action, 
antibacterial and bacteriostatic action, antitoxic effect, cholesterol, 
blood pressure, and blood sugar elevation inhibitory action, and is 
useful in foods, medicines and agrochemicals. The prepn. is simple and 
safe to give tea polyphenol contg. less caffeine. 

In an example, green tea extract (10 g. caffeine content 7 %, 
catechin content 30 %) was dissolved in water (20 ml) and passed 
through a glass column (40 mm I.. 300 mm height) of synthetic resin 
' SP-207' (300 ml). Through it. buffer (pH 10. 1500 ml) was passed 
(SV=2), and the tea polyphenol fraction was recovered. The fraction was 
desalted and cone, to give power (2.9 g). The caffeine content was 0.2 
% and the catechin content was 64 % by HPLC. 

Dwg. 0/0 

Title Terms: PREPARATION: LOW: CAFFEINE: TEA: POLYPHENOL: ANTIBACTERIAL; 

ACTION; COMPRISE; DISSOLVE; TEA; EXTRACT; WATER; CONTACT; SOLUTION; 

SYNTHETIC; ADSORB; REMOVE; CAFFEINE; FOOD; MEDICINE; AGR0CHEMICAL 
Derwent Class: A96; B04; C03; D13 
International Patent Class (Main): C07D-31 1/62 
International Patent Class (Additional): B01J-020/24; B01J-020/26; 
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